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REMARKS 

1. Applicant thanks the Examiner for his remarks and observations, which 
have greatly assisted Applicant in responding. 

5 

2. Claims 1-64 stand rejected on the ground of non-statutory obviousness- 
type double patenting as being unpatentable over claims 1-61 of U.S. Patent No. 
6,662,340. Applicant submits herewith a terminal disclaimer in the present 
Application. Accordingly, the present rejection is deemed to be overcome. 

10 

3. Applicant encloses herewith a proper information disclosure. 

4. The specification is objected to because it contains an embedded 
hyperlink. Applicant has amended the specification to eliminate the embedded 

15 hyperlink. 

5. Claims 1-64 stand rejected under 35 U.S.C. § 112, 2 nd as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
of the invention. The Examiner points out a number of expressions that 

20 allegedly render the claims unclear or confusing. With some exceptions, 
discussed immediately below, Applicant amends the claims to remedy the 
indefinitness and lack of clarity. 

Applicant respectfully traverses the finding in paragraph 8(A)(e) that the 
expression "a first sequence" in claims 16, 37 and 58 should be "the first 

25 sequence" if it is the same sequence as the "first sequence" described in claim 3. 
Applicant respectfully notes that claim 16 is not a dependent of claim 3, and that 
the immediate parent of claim 16, claim 2, does not provide an antecedent for the 
"first sequence." Accordingly, preceding the expression "first sequence" in claim 
16 by an indefinite article is proper claim-drafting procedure. The same rationale 

30 applies to the expression in claims 37 and 58. 
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In paragraph 8(B)(b) of the Office Action, the Examiner notes that the 
expression "page coordinated" has no antecedent. Because there is no such 
expression in claim 4, Applicant assumes the Examiner intended to write "page 
coordinates." Applicant respectfully notes that "page coordinates" is not 
5 preceded by a definite article and, therefore requires no antecedent. 

The rejection of claims 1-64 under 35 U.S.C. § 112, 2 nd fl is therefore 
deemed to be overcome. 

5. 35 U.S.C. §102 

10 Claims 1, 21, 22, 42, 43 and 63 stand rejected under 35 U.S.C. § 102(b). 

as being anticipated U.S. Patent No. 6,102,380 ("Light"). To describe the 
invention with greater clarity in relation to Light, the independent claims are 
amended to describe " analyzing text expressions located within a configurable 
area of a page containing said form ." Support for the amendment is found in 

15 claims 4, 25 and 46. While Light describes "alternately, the tag recognition unit 
may recognize the label displayed to the user for the specified entry" there is no 
teaching or suggestion that Light can examine all text expressions that are 
located within a configurable area of a page containing the form. In fact, the 
Examiner has already determined that the subject matter of claims 4, 25 and 46 

20 is novel over Light. Accordingly, the rejection of claims 1 , 22 and 43 under 35 
U.S.C. §1 02(b) is deemed to be overcome. In view of their dependency from 
allowable base claims, the dependents are also deemed to be allowable without 
any separate consideration of their merits. 

Even if the independent claims had not been amended, claims 21, 42, and 

25 63 would be allowable in their own right. The Examiner finds that Light teaches 
the subject matter of the said claims because form fields inherently have the 
ability to be hidden when they are objects. The Examiner's rationale appears to 
be that, because form fields could have the ability to be hidden, Light teaches so, 
inherently. The Examiner is respectfully reminded of the Federal Circuit's 

30 standard for inherency, that the prior art must necessarily include the claimed 
element or feature. Continental Can Co. USA v. Monsanto Co., 948 F.2d 1264, 
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1268 (Fed. Cir. 1991). The Examiner is respectfully requested to provide a 
reference showing that Light must necessarily include the subject matter of the 
claims. Applicant emphasizes that a reference showing that Light could include 
the subject matter of the claims does not satisfy the Continental Can standard. 

5 

6. 35 U.S. C. §103 

Claims 2-20, 23-41, 44-62, and 64 stand rejected under 35 U.S.C. § 
103(a) as being unpatentable over Light in view of U.S. published application no. 
2002/0083068 ("Quass). In order to describe the invention more thoroughly in 

10 view of the combination, Applicant amends claim 1 to describe " analyzing text 
expressions located within a configurable area of a page containing said form, 
said page comprising an untransformed HTML page ." Additionally, claim 1 is 
amended to describe that the claimed method is " browser-based " rather than 
"client-based." As explained above, there is no teaching or suggestion in Light of 

15 analyzing text expressions located within a configurable area of a page 
containing said form . As described in Quass at paragraph 41, Quass does not 
parse an untransformed HTML form: "an HTML-to-XHTML convertor converts 
the candidate HTML document into a candidate XHTML document ." It is only 
after such transformation that Quass's web crawler is able to walk the page to 

20 determine how to fill out the form fields. In stark contrast, the present invention 
operates on an untransformed page . While the specification does not explicitly 
describe that the invention involves untransformed HTML pages, it is implicitly 
clear from the description at least at page 5, line 27 to page 8, line 12, that the 
invention operates on untransformed HTML pages. There is no teaching or 

25 suggestion in the combination of Light and Quass of analyzing text expressions 
located within a configurable area of a page containing said form, said page 
comprising an untransformed HTML page . Accordingly, the rejection of claim 1 
and its dependents is deemed to be overcome. The remaining independent 
claims have been similarly amended. They, and their dependents, are therefore 

30 deemed to be allowable over the combination of Light and Quass. 
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CONCLUSION 

In view of the foregoing, the Application is deemed to be in allowable 
condition. Reconsideration and prompt allowance of the claims is earnestly 
5 requested. Should the Examiner have any questions regarding the Application, 
he is respectfully invited to contact Applicant's attorney at 650-474-8400. 

Respectfully submitted, 
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Michael A. Glenn 
Reg. No. 30,176 
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Customer No. 22,862 
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